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DETAILED ACTION 

1 . Receipt is acl^nowledged of Applicant's amendment filed on 06/1 2/2009. 

• Claims 1-21 were canceled. 

• Claims 22-31 were newly added. 

• Claims 22-31 are presented for examination. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification sinall contain a written description of the invention, and of the manner and process of 
malting and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 22-31 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

4. MPEP 21 64.01 establishes the analysis required to determine whether the filed 
disclosure contains sufficient information regarding the subject matter of the claims as 
to one skilled in the art to make and use the claimed invention without undue 
experimentation. The factors to be considered to determine whether any necessary 
experimentation is undue, also known as The Wand factors, see In re Wands, 858 F. 2d 
737, 8 USPQ2d 1400, 1404 (Fed. Cir. 1988) include, but are not limited to: 

(A) The breadth of the claims; 
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(B) The nature of the invention; 

(C) The state of the prior art; 

(D) The level of one of ordinary skill; 

(E) The level of predictability in the art; 

(F) The amount of direction provided by the inventor; 

(G) The existence of working examples; and 

(H) The quantity of experimentation needed to make or use the invention based on the 
content of the disclosure. 

In view of the above factors, it is concluded that the drawings would not enable 
one of ordinay skill in the art to make the claimed invention. Specifically, in Figures 10 
and 12 the reference numbers, such as 60(blunt end), 62(arc), 64(jamb), and other 
claimed structure are missing. In Figures 1 1 and 13, the elements are improperly cross 
sketched. Also, Figures 1 1 and 13 fail to cooperate with Figures 10 and 12; wherein the 
blunt end of the tooth is aligned with the tanks outer wall in Figures 10 and 12 and the 
blunt end of the tooth is aligned with the tanks innermost wall in Figures 1 1 and 13. 
During a second interview the applicant idicated that the drawings were labeled 
incorrectly (elements 60 and 58). It is clear that the guidelines according to the MPEP 
608.01 IX were not followed. Therefore, the amount of direction provided by the inventor 
is not sufficient to allow one of ordinary skill in the art to make the invention without 
undue experimentation. 



1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 22-31 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 22 recites the limitations "a tank" and "the tank" in lines 9-1 1 of the claim, 
and it is believed to be in error for ~ at least one tank — in each instant. 

Claim 28 recites the limitation "said at least one tooth" in line 3 of the claim. 
There is insufficient antecedent basis for this limitation in the claim. 

3. In view of the significant rejection under 35 USC 112, 1 st paragraph above, the 
claims could not be compared with the prior art. However, to the extent that the 
invention could be understood, the search was updated, and the following rejection is 
made. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 

forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 22-31 as best understood, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Liebermann (US 4,491 ,250) in view of Sergio et al. (US 6,364,1 03). 
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In re claim 22, Liebermann discloses a container for allowing the release of a first 
substance into a second substance, said container comprising in combination: 

• a can for containing the second substance provided with an opening at 
Its top end and a lateral flexible wall; a support insertable in the can for 
supporting at least one tank containing the first substance within the can 
adjacent to the inner surface of the can flexible wall (see Fig.1 of 
Liebermann); a fastener to fix the support on the can top end (see Fig. 9 of 
Liebermann) 

Liebermann discloses the claimed invention as discussed above with the 
exception of the following claimed limitation that is taught by Sergio et al.: 

• a respective tooth having a first end fixed to the support and a second 
blunt end adjacent to a tank, said tooth second end engaging and 
perforating a tank in response to a lateral force exerted on an outside area 
that moves the tooth second end relative to the tank to engage and 
perforate the tank, thereby releasing a first substance contained within the 
tank into the second substance contained within the container. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Liebermann in view of Sergio et al. in to allow easy a tooth to 
penetrate the tank for easy mixing of the two substances as taught by Sergio et al. 

Liebermann further disclose: 

In re claim 23: the support is made of a material comprising at least one of 
metal, plastic, paperboard, glass and an alloy of metal. 
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In re claim 24: the fastener comprises a border at the can top end for cooperating 
with a superior edge of the can to fix the support on the can close to its opening (see 
Fig.9 of Liebermann). 

In re claim 25: the support comprises two opposite jambs formed as an arc and 
having an internal surface and an external surface facing the inner surface of the can 
flexible wall (see Fig.1 of Liebermann). 

In re claim 26: said at least one tank is located on the external surface of a jamb 
(see Fig.1 of Liebermann). 

In re claim 27: the jambs forming the arc are flexible to exert a return force on 
the two jambs towards a home position (see Fig.1 of Liebermann). 

In re claim 28 and 31 : said at least one tank comprises six tanks; and said at 
least one tooth comprises six teeth, each one of the teeth being capable of perforating 
respectively a corresponding one of the tanks. 

It has been held that mere duplication of the essential working parts of a device 
involves only routine skill in the art. St. Regis Paper Co. v. Bemis Co., 193 USPQ 8. 

In re claim 29: the support is of a flexible material. 

In re claim 30: there is a plurality of tanks on each jamb (see Fig.1 of 
Liebermann). 

Response to Arguments 

6. The Applicant's amendment filed on 06/12/2009, rendered the previous rejection 
of claims moot. No arguments were made. 
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Conclusion 

7. Applicant's amendment necessitated tine new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ERNESTO A. GRANO whose telephone number is 571- 
270-3927. The examiner can normally be reached on 7:00am - 5:00pm Mon.-Thur.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ehud Gartenberg can be reached on 571-272-4828. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/552,239 Page 8 

Art Unit: 3728 

Information regarding tine status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Ernesto A. Grano/ 

Examiner 

Art Unit 3728 

EAG 

/Ehud Gartenberg/ 

Supervisory Patent Examiner, Art Unit 3728 



